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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

In the Matter of Registration No. 4,943,046 

Registered: April 19, 2016 

Mark:  VINEYARD PLACE 

 

 

VINEYARD VINES, LLC,    ) 

       ) 

   Petitioner,   ) 

       ) 

 v.      ) Cancellation No. 92063591 

       ) 

STEIN MART HOLDING CORP.,   ) 

       ) 

   Registrant.   )  

 

 

 

 

CORRECTED MOTION TO SUSPEND PROCEEDING IN VIEW OF PENDING 

CIVIL ACTION PURSUANT TO TRADEMARK RULE 2.117(a) 

 

Registrant Stein Mart Holding Corp. (“Registrant”), by its attorneys, hereby 

moves for suspension of these proceedings pursuant to Trademark Rule 2.117(a), 37 

C.F.R. § 2.117(a).  Petitioner filed federal trademark infringement litigation against 

Registrant’s parent company Stein Mart, Inc., alleging that use of the VINEYARD 

PLACE mark infringes and/or dilutes Petitioner’s VINEYARD VINES mark and unfairly 

competes with Petitioner.  This litigation is currently pending in the United States District 

Court for the Eastern District of New York, and bears Case No. 16-cv-38 (LDW) (AKT). 

A copy of Petitioner’s Complaint is attached as Exhibit A.    

The pending civil action involves issues that are involved in this proceeding, 

namely, whether there is a likelihood of confusion, mistake or deception between the 
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marks involved in the proceeding and whether Registrant’s VINEYARD PLACE mark 

dilutes the VINEYARD VINES mark. 

Registrant therefore respectfully requests suspension of these proceedings 

pending disposition of the civil action pursuant to Trademark Rule 2.117(a), 37 C.F.R. 

§ 2.117(a).  Whopper-Burger, Inc. v. Burger King Corp., 171 U.S.P.Q. 805, 807 

(T.T.A.B. 1971) (suspending cancellation proceeding in light of pending federal litigation 

because “the outcome of the civil action will have a direct bearing on the question of the 

rights of the parties herein and may in fact completely resolve all the issues”). 

This 17
th

 day of May, 2016. 

       Respectfully submitted  

 

SMITH, GAMBRELL & RUSSELL, LLP 

 

       s/ Elizabeth G. Borland    

       Elizabeth G. Borland      

Promenade II, Suite 3100 

1230 Peachtree St., N.E. 

Atlanta, GA  30309 

(404) 815-3645 

Fax:  (404) 685-6945 

eborland@sgrlaw.com 
       

 

Attorney for Registrant Stein Mart Holding Corp. 
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CERTIFICATE OF SERVICE 

 

 

 The undersigned hereby certifies that on May 17, 2016, a true and correct copy of the foregoing 

CORRECTED MOTION TO SUSPEND PROCEEDING IN VIEW OF PENDING CIVIL ACTION 

PURSUANT TO TRADEMARK RULE 2.117(a) was served upon counsel for Petitioner  by placing a 

copy of same in the U.S. mail, postage prepaid, addressed as follows: 

   Larry C. Jones 

   Alston &  Bird LLP 

   101 S. Tryon St., Suite 4000 

   Charlotte, NC  28280-4000 

 

 

 

 

s/ Elizabeth G. Borland 

      Elizabeth G. Borland  

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 






























































































